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REMARKS 

Claims 1-5, 7-1 4 and 36-49 are pending in this present application. Claims 1 5-35 arc 
withdrawn from consideration as being drawn to a non-elected invention. Reconsideration of 
the application is respectfully requested in view of the following responsive remarks, For the 
Examiner's convenience and reference, Applicant's remarks arc presented in the order in 
which the corresponding issues were raised in the Office Action. 

Fn the office action of March 28, 2007, the following actions were taken: 

(1) the Examiner rejected claims 36-48 under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement; and 

(2) the Examiner rejected claims 1-5, 7-14, and 49 under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent No. 6,849,149 (hereinafter "OtakO in view of U.S. 
Patotil No, 4,803,877 (hereinafter "Coutes"). 

It is respectfully submitted that the presently pending claims be examined and 
allowed. Applicants submit that each and every amendment herein, and throughout the 
prosecution of the present application is fully supported by the specification as originally 
filed, and that no new mailer has bc?n added. 

Rejection under 35 U.S.C. £ 112. first paragraph 

Claims 36-4S were rejected under 35 U.S.C, 1 12, first paragraph, as failing to comply 
with (he Wrillen description requirement. Specifically, the ltxamincr argues that "there is not 
/ support in the specification for image free metallic layer/ 1 See Office Action, page 2, para. 3. 

Compliance with the written description requirement is a question of fact and is to bo 
determined on a casc-by-casc basis. See Vas-Cath, Inc. v. Mahurkar, 935 F.2d at 1563, 19 
USl'Q2d at II 16 (Fed. Cir. 1991), Regarding new or amended claims, the MPEP notes that 

■ "[w]hile there is no in haec verba requirement, newly added claim limitations must be 
supported in the specification through express, implicit, or inherent disclosure," See MPIiP § 
2 1 63 (emphasis added). Further, the fundamental inquiry is "whether the specification 
conveys with reasonable clarity to (hose skilled in the art that } as of the filing date sought, 
applicant was in possession of the invention as now claimed." Id. Regarding determining the 
adequacy of written description, the Examiner is to "review the claims and the entire 

■ sp eci fication, in cluding the specific embodiments, figures, and sequence listings, to 
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I " ' '» understand how applicant provides support for the various features of the claimed invention." 
Id. (emphasis added)* 

In amending or adding claims, the Applicant is to show support by specifically 
pointing out the support within the original disclosure. See MPEP § 2163.06. If the 
Applicant has amended or added claims and pointed out 'Svhcre and/or how the originally 
filed disclosure supports the amendments)," and the Examiner is not satisfied that the 
disclosure "reasonably conveyfs] that the inventor had possession of the subject matter" when 
the application was filed, then tliQ MPIZP notes that "the examiner has the i niti al burden of 
. presenting evidence or reasoning to explain why persons skilled in the art would not 
k , , recognize in the disclosure a description of the invention defined by the claims." See MPEP 
§ 21 63.04 (emphasis added). 

In the ttcquest for Continued Examination (RCE), filed on September 21, 2006, the 
Applicant presented new claims 36-4 8. Along with the new claims, the Applicant 
. specifically noted: "New claims 36-48 are supported by Fig. 1 and Fig. 2, along with page 7, 
lines 1-20, and claims 1-13 as originally filed. Note particularly that ail imagery is noted on 
' t • the figures (at 12), which is printed on the printable layer. In other words, as images are 
actually shown in the figures where present, other locations where no images arc shown 
j , provide support for the lack of said images," 

The Applicant has outlined support for the claims in detail to show that the Applicant 
• possessed the claimed invention at the time of filing, and why one of ordinary skill in the art 

would recognize, in the disclosure as originally filed, an image-free metallic layer. 

Specifically, as originally cited by the Applicant, the included Figures 1 and 2 show a 
; ' "cross-sectional view of an embodiment of the present invention 1 ' and a "cross-sectional view 
of a durable composite material formed from the materials of FfG, 1 according to an 
embodiment of Ihc present invention" respectively. See Application, page 3, lines 3-8. The 
specification notes that the figures are not drawn to scale, however docs not in any place state 
or infer dial the embodiments, as presented in the figures are incomplete in their composition, 
; . , This is important because an image, 1 2, is very clearly marked and defined in both figures, 
i, .and is thoroughly discussed in the specification. The image, 12, is attached to the printable 
layer, 10 in FIG. I , and is sandwiched between the printable layer 10, and an adhesive layer, 

I I y 1 in FIG. 2. The metallic layer, 14, is present in both figures, and is only in contact with an 
adhesive layer 13, and a protective layer 16. The specification explains these relationships 

'< ; and is consistent wilh the Figures, See Application page 5, line 13, through page 12, line 17, 
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There is no image in direct contact with the metallic layer in the Figures, nor is there any 
| ' discussion in the Specification about having an image on the metallic layer. Where such 

. : ! < ' discussion has been made in articulating and further illustrating the location of an image, it 
j •> would be difficult to maintain that (1 ) the Applicant did not possess the invention at the time 

; of filing, or that (2) one of ordinary skill would not recognize that an embodiment of the 

present invention includes an image-free metallic layer, 

■ ( ' Furthermore, one of ordinary skill in the art would recognize by the discussion on the 
: " metallic layer ihnt one of Ihe aspects of the invention necessarily includes an image free 

" h ' . metallic layer. The majorily of the noted methods of forming the metallic layer would not 

■ •'. , , inherently, and in some cases, may not possibly form a metallic layer with an image. The 
| ■ ■ specification notes physical vapor deposition, electrodeposilion, eleclroless deposition, and 
: • ' extrusion. See Application page 7, lines 15-22. One of ordinary skill in the art would not be 

lead to believe that this leaches an imaged metallic layer, and therefore can clearly leach an 
' image-free metallic layer. 

'The Applicant submits that "where and/or how die originally filed disclosure supports 
the amondnienl(s)," has been repeatedly pointed out and examined. According to the MPEP, 
| ' then, it falls on the Examiner, if not satisfied that the disclosure "reasonably convcy[s] that 

the inventor had possession of the subject matter" when the application was filed, to present 
; . " evidence or reasoning t o explain why persons skilled in the art would not recognise in the 

; , disclosure a description of the invention defined by the claims " See MPEP § 2163.04 

; ' (emphasis added). By the present Office Action, the Examiner notes, after acknowledging 

. the support cited by the Applicant, "However, above parts of the application do not show 
i » support for image free metallic layer, but the support is good enough for the metallic 
" ; - ( , layer." Sec Office Action, page 2, para. 3, By this statement, the Examiner has not met his 
j ' , ■ initial burden of presenting evidence or reasoning to explain why persons skilled in the art 
; , would not recognize in the disclosure a description of the invention defined by the claims, 

i ■ . Rather, the statement reflects a cmicliisipn of the Examiner, and does not offer any evidence 

s or reasoning regarding the subject, matter. 

; j ' ' Therefore, as iho newly added claims arc fully supported in the Application as 

j originally filed, the Application shows possession of the claimed subject matter at the time of 

i filing and one of ordinary skill in the art would recognize that the Application teaches that the 

" i ' metallic layer can be image-free. Further, the Examiner has failed to meet the burden of 

\''] showing why persons skilled in the art would not recognize in the disclosure a description of 
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'• • (he invention defined by the claims. Therefore, the Applicant respectfully requests 
withdrawal of the rejection and allowance of claims 36-48, 

\> 

: " • Rejection under .? 5 l/.SX:. $ 103(a) 

.' Before discussing ihc obviousness rejections herein, il is thought proper to briefly 

state what is required to sustain such a rejection. The issue under § 103 is whether Iho FTC) 
has staled a case of prima facia obviousness. According to the MPEP § 2142, the Examiner 
lias the burden and must establish a case of prima facie obviousness by showing the prior art 
reference, or references combined, teach or suggest all the claim limitations in the instant 
' ' application. Further, the Examiner has to establish some suggestion to combine and/or 
1 ' modify the references, where the motivation must arise from the references themselves, or the 

knowledge generally available to one of ordinary skill in the art. The Applicant respectfully 

• asserts that the Examiner has not satisfied the requirement for establishing a case of prima 
, fade obviousness in any of the rejections. 

i ' 'Claims 1-S, 7-n,and4Q 

The Hxaimncr rejected claims 1-5, 7-14, and 49 under 35 U.S.C, 103(a) as being 
unpatentable over U.S. Patent No. 6,849,149 (hereinafter "Otaki") in view of U.S. Patent No. 
4,893,877 (hereinafter "Coales")- Claim 1 has been amended to require that at least one of 
the layers includes an additive configured for one of light stabilization, liquid resistance, or 
Vapor resistance. As previously noted, this amendment is fully supported in the Application 
\ as originally tiled and such limitation is not found in the cited references, 't herefore, removal 
■ : !■' of the rejection is respectfully requested. 

. -OtinOA 

■ " , A prima facia case of obviousness has not been presented for claim 14 for lack of 

' teaching of each and cvory element of the claim. Specifically, neither Otaki nor Coates teach 
. a foil. A metallic foil, as commonly known, is a thin sheet of self-supporting metal. Claim 
1 4 specifically claims a metallic foil layer. Foils are not to be confused with metallic layers 
that are deposited on substrates, and v/hich are not self-supporting, 

Ofaki teaches only a hologram, and therefore, does not teach a metallic foil. Coats 
I . teaches metallic hologram}* comprising a thin layer of metal which is always adhered,lo_or 
! ' • d^osiLcc] on a substrate. Unlike the claimed foil, the metallic layer of Coats is necessarily 

• very thin and is fabricated or deposited on a die or substrate which is then used for 

i transferring purposes. The methods of Coates, such as sputtering and vacuum depositing the 

« i 

V 
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thin layer of metal, would not create a fo il. The metal layers of Coatcs arc not layers of self- 
supporting metal. 

The Examiner argues that Conlcs is combined with Otakt to leach the use of a metallic 
hologram layer and not 10 leach the thickness of the hologram layer, Regardless of the 
purpose in combination, neither Coatcs nor Otaki teach a metallic foiL To reiterate, a metal 
foil is a layer which is independent and self-supporting. The procedures and methods taught 
in Coaies necessarily prevent formation of a metal or holographic layer that is cither 
independent or self-supporting. As such, Coatcs can not teach a metal foil. 

As neither Coalos nor Otalci teach a metallic foil layer, they do not teach each and 
every element cither alone or in combination. Therefore, withdrawal of the rejection is 
requested. 



PAGE 17/18 'RCVD AT 6/28/2007 3:22:58 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/22 * DNIS:27383D0 * CSID:1 801 566 0750 ■ DURATION (mm-ss):05-20 



JUN-28-07 THU 01:21 PM THORPE NORTH 8, WESTERN 



FAX NO. 1 801 566 0750 



P. 



10004809-1 
10/783,610 



15 



II is respectfully submitted that the rejections of the presently pending claims be 
reconsidered and .withdrawn and that all claims be allowed. In view of the foregoing, 
Applicants believe that claims 1 -5, 7-14 and 36-49 present allowable subject matter and 
allowance is respectfully requested. 

Please charge any additional fees except for Issue Fee or credit any overpayment to 
Deposit Account No. 08-2025 

Dated this 28 ,h day of June, 2007. 

Respectfully submitted, 




)alccson 
Atiome^ for Applicant 
Registration No. 44,266 

THORPK NORTH & WESTERN, U-P 
8 1 80 South 700 East, Suite 350 
Sandy, Utah 84070 
(801)566-6633 

On Behalf Of: 
1 lEWLETf-l'ACKARO COMPANY 
1000 NE Circle Blvd., m/s 422B 
Corvallts, OR 97330-4239 
(541)715-0159 
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